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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 1 , it is unclear where the recited "plurality of paper sheets" are 
loaded. The sheets of paper are loaded in what element? 

Claim 1 recites the limitation "the direction of transfer" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "said geared section" in line 17. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the side opposite" in line 18 . There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the side on which" in line 18. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the side on said groove" in line 20. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the radial direction" in line 21. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim 1 recites the limitation "said grooves" in line 24. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the rotation" in line 25. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the contents" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 5 recites the limitation "the periphery" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 5 recites the limitation "the outer edge" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 6 recites the limitation "the side of the periphery" in line 6. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 6 recites the limitation "the side of said engagement groove" in lines 9-10. 
There is insufficient antecedent basis for this limitation in the claim. 

Regarding claim 6, it is also noted that this claim depends from claim 1 . Claim 1 
recites "a groove". Then, claim 6 recites three different grooves (an engagement 
groove and two different slide grooves). As such, claim 6 is confusing as to how many 
different grooves are claimed. 

Claim 8 recites the limitation "the center" in line 3. There is insufficient 
antecedent basis for this limitation in the claim. 

Regarding claim 1 1 , it is unclear where the recited "plurality of paper sheets" are 
loaded. The sheets of paper are loaded in what element? 
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Claim 11 recites the limitation "the direction of transfer" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "said geared se.ction" in line 10. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the side opposite" in line 11. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the side on which" in line 1 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the side of said groove" in line 13. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the radial direction" in line 14. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "the rotation" in line 17. There is insufficient 
antecedent basis for this limitation in the claim. 

Regarding claim 14, it is unclear where the recited "plurality of paper sheets" are 
loaded. The sheets of paper are loaded in what element? 

Claim 14 recites the limitation "the direction of transfer" in line 4. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "said geared section" in line 15. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the side opposite" in line 16. There is insufficient 
antecedent basis for this limitation in the claim. 



Application/Control Number: 10/669,744 Page 5 

Art Unit: 3653 

♦ 

Claim 14 recites the limitation "the side on which" in line 16. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the side" in line 18. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "said grooves" in lines 18 and 28-29. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the radial direction" in line 19. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the rotation" in line 22. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the reverse direction" in lines 31-32. There is 
insufficient antecedent basis for this limitation in the claim. 

Also, it is unclear what element the recited "slide pin" engages in line 34 of claim 

14. 

Claim 17 recites the limitation "the periphery in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 17 recites the limitation "the outer edge" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. 

The above indefiniteness problems are exemplary. Applicant should review the 
claims and make sure that proper antecedent basis and consistent language is provided 
throughout the claims. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claim 1 1 is rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 6,581 ,924 (Gaarder et al.). 

Regarding claim 11, as best understood, Figs. 1 to16E-3 disclose a discrete 
paper feeder comprising: 

a separation roller (80) for separating a single sheet of paper from a plurality of 
paper sheets that are loaded; 

a transfer roller (90) disposed in the direction of transfer of the sheet of paper by 
the separation roller (80) and driven to rotate faster than the separation roller (80) by a 
predetermined peripheral speed difference with respect to the separation roller (80)(see 
e.g., column 5, lines 66-67); and 

a driving force control section (including spring 84 and the gears shown in Fig. 4) 
for transmitting driving force to the separation roller (80); 

wherein the driving force control section (including spring 84 and the gears 
shown in Fig. 4) absorbs the peripheral speed difference between the separation roller 
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(80) and the transfer roller (90) (see, e.g., column 8, lines 37-44) when the sheet of 
paper is bitten by both the separation roller (80) and the transfer roller (90), and the 
driving force control section (including spring 84 and the gears shown in Fig. 4) 
interrupts the transmission of driving force to the separation roller (80) for a 
predetermined period (see e.g., column 6, lines 5-15) when the sheet of paper leaves 
the separation roller (80). 

Alternatively, claim 1 1 can be anticipated using different elements disclosed in 
the Gaader et al. patent, as outlined below. 

Regarding claim 1 1 , as best understood, Figs. 1 to16E-3 disclose a discrete 
paper feeder comprising: 

a separation roller (90) for separating a single sheet of paper from a plurality of 
paper sheets that are loaded; 

a transfer roller (sheet moving roller in column 6, line 1) disposed in the direction 
of transfer of the sheet of paper by the separation roller (90) and driven to rotate faster 
than the separation roller (90) by a predetermined peripheral speed difference with 
respect to the separation roller (90)(see e.g., column 5, line 66 to column 6, line 3); and 

a driving force control section (including gears 98 and 294 in Fig. 14) for 
transmitting driving force to the separation roller (90); 

wherein the driving force control section (including gears 98 and 294 in Fig. 14) 
absorbs the peripheral speed difference between the separation roller (90) and the 
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transfer roller (sheet moving roller in column 6, line 1) (see also column 6, lines 16-23 
and lines 29-32) when the sheet of paper is bitten by both the separation roller (90) and 
the transfer roller (sheet moving roller in column 6, line 1), and the driving force control 
section (including gears 98 and 294 in Fig. 14) interrupts the transmission of driving 
force to the separation roller (90) for a predetermined period when the sheet of paper 
leaves the separation roller (90)(see e.g., column 6, lines 29-32). With regard to the 
predetermined time period limitation, such time period can be whatever time is required 
for the clutch gear 294 to engage the separation roller gear 86 to start driving the 
separating roller (90) after a sheet has been pulled out from the separation roller (90) by 
the transfer roller (sheet moving roller in column 6, line 1). 

Allowable Subject Matter 

3. Claims 1-10 and 14-17 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. Claims 
12-13 would be allowable if rewritten to overcome the rejection(s) under 35 U.S.C. 112, 
2nd paragraph, set forth in this Office action and to include all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

4. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thomas A. Morrison whose telephone number is 
(571) 272-7221 . The examiner can normally be reached on M-F, 8am - 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kathy Matecki can be reached on (571) 272-6951. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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